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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply vwthin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IEI Responsive to communication(s) filed on 16 May 2002 . 
2a)n This action is FINAL, 2b)|EI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1^ is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) P Claim(s) is/are allowed. 

6) S Claim(s) 1^ is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) K The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 !)□ The proposed drawing correction filed on is: a)\3 approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)|S|AII b)n Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) D Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infomial Patent Application (PTO-152) 

3) S Infonmation Disclosure Statement(s) (PTO-1449) Paper No(s) 2 . 6) □ Other: 
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Serial Number: 10/030123 
Attorney's Docket #: 218478US2PCT 

Filing Date: 5/16/2002 

Applicant: Hiramatsu et al. 
Examiner: Pershelle Greene 

DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections '35 use §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claims 1-8 are being rejected under 35 U.S.C. 102(a) as being unpatentable over Kyocera 
Corp (JP 2000-114354 A). 

As to claim 1, Kyocera Corp shows, referring to figures la and lb, a ceramic substrate 2 
having a conductor layer 3 formed inside and there is a supporting case 2. There is a connection 
between the conductor layer 3 and the external terminal 7. The manner in which the connection 
between the conductor layer and the external terminal is performed is not being given any 
patentable weight. 
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Claim 2 is product-by-process claims: 

Note that a "product by process" claim is directed to the product per se, no matter how actually made. In re 
Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Thorpe, 221 USPQ 964, 966; In re Luck, 177 USPQ 523; 
In re Fessmann, 180 USPQ 324; In re Avery, 1 86 USPQ \e\ :lnre Wertheim, 191 USPQ 90 (209 USPQ 554 
does not deal with this issue); and In re Marosi et al., 218 USPQ 289, all of which make it clear that it is the 
patentability of the final product per se which must be determined in a "product by process" claim, and not the 
patentability of the process, and that an old or obvious product produced by a new method is not patentable as a 
product, whether claimed in " product by process" claims or not. Note that applicant has the burden of proof in 
such cases, as the above case law makes clear. See also MPEP 2113. 

Claim 2 does not distinguish over the Kyocera Corp reference regardless of the process 

used to connect the conductor layer to the external terminal, because only the final product is 

relevant, and not the process of making. 

As to claims 3 and 7, the connection is made through a non-oxidizable metal layer 
As to claims 4, 6, 7 and 8, the connection between the conductor layer and the external 

terminal is performed on a face of the substrate opposite the face for processing the 

semiconductor. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pershelle Greene whose telephone number is 703-305-3870. The 
examiner can normally be reached on M-F 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached on 703-308-6601. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-7722 for regular 
communications and 703-308-7724 for After Final communications. 
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Art Unit: 2826 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0956. 

PLG 

May 2, 2003 



NATHAN J. FLVNN 
SUPERVISORY PATENT EXAMINER 
TECHNQLOGYCeNTER 2800 




